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DETAILED ACTION 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

1. Claims 1-6, 11-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eddleman et al. (U.S. Patent No. 4,301,010) in view of Jusaitis et al. (U.S. Patent No. 
4,859,348). Eddleman (010) discloses an element comprising a first body having an inlet and 
outlet (Fig. 3, 3 1), a second body having an inlet and outlet (Fig. 3, 1 1) and a filter separator pad 
(Fig. 3, 28), in which second body interconnected with said first body portion (encompassing 
Fig. 3)(claim 1,11). Eddleman (010) also discloses a cylindrical first body portion having an 
open top and closed bottom (Fig. 3, 31)(claim 2, 12) wherein the second body portion is received 
within the cylindrical wall of first body portion (Fig. 3, 1 1) (claim 3,13) wherein the fluid 
conduit of second body portion is aligned with first body portion (encompassing Fig. 3) (claim 
4,14) wherein said first and second body portion are interconnected in a fluid-tight relationship 
(Col. 2, 23-25)(claim 5,15) and a first body inlet portion that extends for the closed bottom (Fig. 

2, 19)(claim 6,16). However, Eddleman (010) fails to disclose a coalescing function for the 
element as mentioned in claims 1-6. 

Jusaitis (348) teaches a coalescing filter element (Fig. 1, #10)(Col. 2, 42-43; Col. 3, 56-59). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
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manufacture the Eddleman (010) filter element with Jusaitis (348) coalescing filter element, 
wherein the arrangement provides support for filter mediums and separates liquids including a 
coalescing filter, a housing, and a liquid collection arrangement. The Jusaitis (348) invention is 
responsible for separating oils or hydrocarbons that may pass through the filter element (Col. 2, 
42-43) 

2. Claim 7-10, 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eddleman (U.S. Patent No. 4,301,010) and Jusaitis (U.S Patent No. 4,859,348), applied to claim 
1 and 1 1 above, and further in view of Young (U.S. Patent No. 4,362,630). Eddleman (010) as 
modified by Jusaitis (348) discloses a coalescing filter comprising a first body having an inlet 
and outlet (Fig. 3, 31), a second body having an inlet and outlet (Fig. 3,11) and a filter separator 
pad (Fig. 3, 28), in which second body interconnected with said first body portion (encompassing 
Fig. 3)(claim 1,11). Eddleman (010), as modified by Jusaitis (348), fails to disclose a coalescing 
fiberglass separator portion, (claim 7,17). Young (630) teaches a coalescing element that 
includes a fiberglass separator portion that is utilized in the filtration process (Col. 7, 21- 
26)(claim 7,17). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to manufacture Eddleman (010), as modified by Jusaitis (348), invention in view of the 
teachings of Young (630), wherein a fiberglass separator pad is an acceptable media of filtration 
for a hydrocarbon separation process. Young also discloses a disc-shaped coalescing element 
(Fig. 5, 84,86, and 88)(claim 8,18), formed of a plurality of superposed disc-shaped elements 
(Fig. 5, 92) (claim 9,19), wherein one of said superposed disc-shaped elements is reinforced by a 
scrim material (Fig. 5, 80)(claim 10,20). 
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Response to Arguments 

3. In response to applicant's arguments with respect to claims 1-11 that the examiner does 
not recite features of the invention that are neither disclosed nor suggested by the applied 
references. Eddleman (010), as modified by Jusaitis (348) discloses feature of a coalescing filter 
as cited in paragraph 1 of this office action. Structurally, the language " for separating water 
from hydrocarbon fuels or liquid/liquid separation", is deemed to be intended use, that fails to 
further limit the claim. Additional rejections are also disclosed and are based upon the rejections 
made in Paragraph 1, claims 1-11 and continue throughout the remaining portions of the office 
action, wherein claims 1 1-20 are also rejected, wherein the above mentioned art is adapted to 
receive a syringe (claim 1 1) and continue throughout the remaining portions of the office action. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Roger D. Betts Jr. whose telephone number is 

(571) 272-8153. The examiner can normally be reached on Monday-Friday from 7:30 a.m. to 
4:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda Walker, can be reached on (571) 272-1 151. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 272-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



W. L. WALKER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 



